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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 17-19 and 22 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bublewitz et al. (US 2002/0156186) (herein after Bublewitz I). 
Regarding claims 17, 18, and 22 

Bublewitz I teaches a condensation (esterification) catalyst comprising metal 
alkoxides such as zirconium alkoxides, hafnium alkoxides, gallium alkoxides and iron 
alkoxides and further teaches the use of double metal alkoxides (paragraph 0098), 
which contain two different metal alkoxides in a particular ratio and would read on using 
both zirconium and iron alkoxides together. 

Regarding claim 19 

This claim only further limits the independent claim when the zirconium 
compound is a halide not when it is an alkoxide. 
Regarding claim 23 

This claim only further limits the claim when the metal chosen is iron. 
Regarding claims 24-28 

are intended use limitations, which do not add to the patentability of a 
composition claim. 
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Claims 17-19 and 22 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bublewitz et al. (US 2002/0147275) (herein after Bublewitz II). 
Regarding claims 17, 18, and 22 

Bublewitz I teaches a condensation (esterification) catalyst comprising metal 
alkoxides such as zirconium alkoxides, hafnium alkoxides, gallium alkoxides and iron 
alkoxides and further teaches the use of double metal alkoxides (paragraph 00921), 
which contain two different metal alkoxides in a particular ratio and would read on using 
both zirconium and iron alkoxides together. 

Regarding claim 19 

This claim only further limits the independent claim when the zirconium 
compound is a halide not when it is an alkoxide. 
Regarding claim 23 

This claim only further limits the claim when the metal chosen is iron. 
Regarding claims 24-28 

These are intended use limitations, which do not add to the patentability of a 
composition claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 17-19 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Bublewitz et al. (US 2002/0156186) (herein after Bublewitz I). 

Regarding claims 17, 18, and 22 

Bublewitz I teaches a condensation (esterification) catalyst comprising metal 
alkoxides such as zirconium alkoxides, hafnium alkoxides, gallium alkoxides and iron 
alkoxides and further teaches the use of double metal alkoxides (paragraph 0098), 
which contain two different metal alkoxides in a particular ratio and would read on using 
both zirconium and iron alkoxides together. Furthermore, a Markush group itself reads 
on a mixture of the recited elements and further still it is prima facie obvious to combine 
two or three compositions, each taught for the same purpose to yield a third 
composition for that very purpose. In re Kerkhoven, 205 USPQ 1069, In re Pinten, 173 
USPQ 801 , and In re Susi, i69 USPQ 423. 

Regarding claim 19 

This claim only further limits the independent claim when the zirconium 
compound is a halide not when it is an alkoxide. 
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Regarding claim 23 

This claim only further limits the claim when the metal chosen is iron. 
Regarding claims 24-28 

These are intended use limitations, which do not add to the patentability of a 
composition claim. 

Claims 17-19 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bublewitz et al. (US 2002/0147275) (herein after Bublewitz II). 
Regarding claims 17, 18, and 22 

Bublewitz I teaches a condensation (esterification) catalyst comprising metal 
alkoxides such as zirconium alkoxides, hafnium alkoxides, gallium alkoxides and iron 
alkoxides and further teaches the use of double metal alkoxides (paragraph 0092), 
which contain two different metal alkoxides in a particular ratio and would read on using 
both zirconium and iron alkoxides together. Furthermore, a Markush group itself reads 
on a mixture of the recited elements and further still it is prima facie obvious to combine 
two or three compositions, each taught for the same purpose to yield a third 
composition for that very purpose. In re Kerkhoven, 205 USPQ 1069, In re Pinten, 173 
USPQ 801 , and In re Susi, i69 USPQ 423. 

Regarding claim 19 

This claim only further limits the independent claim when the zirconium 
compound is a halide not when it is an alkoxide. 
Regarding claim 23 
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This claim only further limits the claim when the metal chosen is iron. 
Regarding claims 24-28 

These are intended use limitations, which do not add to the patentability of a 
composition claim. 

Claims 17-19 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Oki et al. (US 2002/0045545). 

Regarding claims 17, 18, and 22 

Oki teaches a catalyst comprising metal alkoxides such as zirconium alkoxides 
and iron alkoxides (paragraph 0045). Furthermore, a Markush group itself reads on a 
mixture of the recited elements and further still it is prima facie obvious to combine two 
or three compositions, each taught for the same purpose to yield a third composition for 
that very purpose. In re Kerkhoven, 205 USPQ 1069, In re Pinten, 173 USPQ 801 , and 
In re Susi, i69 USPQ 423. 

Regarding claim 19 

This claim only further limits the independent claim when the zirconium 
compound is a halide not when it is an alkoxide. 
Regarding claim 23 

This claim only further limits the claim when the metal chosen is iron. 
Regarding claims 24-28 

These are intended use limitations, which do not add to the patentability of a 
composition claim. 
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Response to Arguments 

Applicants argue in their submission submitted 4/30/2008. 

Applicant's amendments to claims 23-28, overcome the objection, therefore, it 
has been withdrawn. 

Applicants the reference of Bublewitz does not provide enough disclosure to 
arrive at the presenting claimed catalyst and that since two catalyst would be used and 
there are 28 possible combinations this leads to 2 28 (268,435,456) and therefore 
requires undue experimentation. This is not persuasive because: 1 .) There are not 2 28 
possibilities. 2.) Applicants have not shown undue experimentation. 

Applicants argue that the reference of Bublewitz does not teach the use of iron. 
However, it is noted that only claims 22 and 23 specifically require iron. 

Applicants argue that claim 17 requires the use of iron. This is not persuasive 
because claim 1 7 requires the use of either iron and/or gallium. 

Applicants the reference of Oki does not provide enough disclosure to arrive at 
the presenting claimed catalyst and that since two catalyst would be used and there are 
13 possible combinations this leads to 2 13 (8192) and therefore requires undue 
experimentation. This is not persuasive because: 1.) There are not 2 13 possibilities (i.e. 
wrong probability) 2.) Applicants have not shown undue experimentation. 

Applicants argue that since the independent claims are allowable, then the 
dependent claims also would be. This is not persuasive for the reason given above. 
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Applicants argue in their submission submitted 8/7/2008. 

Applicants argue that since only the claims needed to be corrected the claims are 
allowable. This is not persuasive because the notice of non-compliant addressed the 
amendment and not the arguments, which have been addressed above. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES E. MCDONOUGH whose telephone number is 
(571)272-6398. The examiner can normally be reached on 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571)272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J .A. LORENGO/ 

Supervisory Patent Examiner, Art Unit 1793 
JEM 11/13/2008 



